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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-20 are rejected under 35 U.S.C. 102(e) as being anticipated by Beyer 
(6,879,990). 

Boyer discloses a nnethod and corresponding system for identifying potential 
patent licensees comprising identifying a first entity, identifying one or more classes in 
which the first entity has patent assets, identifying or not a second entity as a licensing 
target in function of a determination of patent assets the second entity has in the one or 
more classes (col. 2, line 25 to col. 3, line 17; col. 6, line 65 to col. 8, line 45; and fig. 7 — 
all); method is performed in a networked computing environment (col. 2, line 25 to col. 3, 
line 17; col. 6, line 65 to col. 8, line 45; and fig.7— all); identifying or not the second entity 
as a licensing target in function of whether or not, respectively, the second entity has 
patent assets in the one or more classes (col.2, line 25 to col. 3, line 17; col. 6, line 65 to 
col. 8, line 45; and fig.7 — all); the third identifying step includes identifying or not the 
second entity as a licensing target in function of whether or not, respectively, the second 
entity has at least a user determined threshold of patent assets in the one or more 
classes (col.2, line 25 to col. 3, line 17; col. 6, line 65 to col. 8, line 45; and fig.7 — all); first 
and second entities include respective families of affiliated companies (col.2, line 25 to 
col. 3, line 17; col. 6, line 65 to col. 8, line 45; and fig.7 — all); identifying a first entity and 



Application/Control Number: 09/835,915 Page 3 

Art Unit: 3624 

an overlap threshold, and identifying or not a second entity as a licensing target in 
function of the result of a comparison of an overlap factor with the overlap threshold, 
wherein the overlap factor is calculated in function of technological overlap between 
patent assets of the first entity and patent assets of the second entity (col.2, line 25 to 
col. 3, line 17; col.6, line 65 to col. 8, line 45; and fig.7 — all); the technological overlap is 
defined in function of the number of patents owned by the second entity having a patent 
classification common to a patent owned by the first entity (col.2, line 25 to col. 3, line 
17; col.6, line 65 to col.8, line 45; and fig.7— all); the technological overlap is defined in 
function of the percentage of patents owned by the second entity having a patent 
classification common to a patent owned by the first entity (col.2, line 25 to col. 3, line 
17; col.6, line 65 to col.8, line 45; and fig.7— all); the second entity is identified as a 
licensing target if the comparison indicates at least a predetermined threshold of 
technological overlap, and is not identified as a licensing target if the comparison 
indicates less than the predetermined threshold of technological overlap, wherein 
identifying or not a second entity as a licensing target in function of a the predetermined 
threshold is user determinable (col.2, line 25 to col.3, line 17; col.6, line 65 to col.8, line 
45; and fig.7 — all); and second technological overlap is greater than the first 
technological overlap (col.2, line 25 to col.3, line 17; col.6, line 65 to col.8, line 45; and 
fig.7— all). 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lalita M. Hamilton whose telephone number is (571) 
272-6743. The examiner can normally be reached on Tuesday-Thursday (6:30-2:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vincent Millin can be reached on (571) 272-6747. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




LMH 



